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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garthe et al. (US Patent No J, 244,266), in view of Searle et al. (US Patent 
Publication No. 2002/00871 80A1). 

Garthe discloses an invention comprises of movable lancet holder (column 3, line 
41) that holds the lancet (figure 4) and move in the predetermine path to stick into the 
object and cause puncture (column 3, lines 42-44). 

Garthe fails to disclose a lancet holder having two relative moving members. 
However, Searle discloses an invention comprised of relatively moving members, which 
holds the lancet (abstract, figl). These two relatively moving members are cap and 
base (abstract, line 2). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify Garthe's invention to that of lancet loading and lancet 
holder design as taught by Searle so as to enhance better holding of the lancet and to 
improve its functionality. 
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Concerning claims 19 and 20, Searle discloses an invention comprised of two 
relative moving members. The two members are engaged together as by pushing one 
member causes second member to move in the lacing direction (paragraph [008]). The 
pushing member (figure 7, (20)) includes a working portion (figure 7, (12)) that moves 
and engages with second member (figure 8, (16)). It further would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Garthe's invention 
and add pushing member as taught by Searle so as to obtain better functionality of the 
lancet apparatus. 

3. Claims 2, 3, 4, 8, 9, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garthe, in view of Searle as applied to claim 1 above and further in 
view of Kageyama et al. (US Patent No. 6,039,485). 

Garthe and Searle combination (hereinafter combination 1) fails to disclose a 
lancet holding mechanism that comprises two relative moving members and distance 
between these members changes as they move, which results in holding the lancet. 
However, Kageyama discloses an invention composed of relative moving members 
(figure 10 and 12 (34), (26)) that apply pressing force to holds a lead in between. The 
two members mentioned are tip chunk and delivery chunk (column 1 , lines 36-45). 
Although this invention is used to hold the lead, however this holding mechanism of 
Kageyama's invention is capable of holding a lancet. The holder applies greater 
pressing force due to the movement of relative moving members. The holding space 
between holding members decreases as they moves relative to each other, which 
results in pressing and holding, as it said, "The size of the gap "d" further decreases to 
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reliably tighten the lead when the tip chuck 34 moves backward to its rear-most position, 
into the tip fitting 12" (column 10, lines 20-22). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Garthe's combination 1 and 
use the holding mechanism as taught by Kageyama so as to enhance firm holding 
capability of lancet holder. 

Concerning claims 16 and 17, Kageyama discloses an invention comprises of 
two movable members. The gap between these members changes as they move 
relative to each other (column 10, lines 20-24). The distance between these two 
members decreases when one member move in retreating direction with respect to 
other member (column 10, line 20) and vice versa. It further would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Garthe's 
combination 1 and add lancet-holding mechanism as taught by Kageyama so as to 
obtain efficient loading and unloading of the lancet. 

4. Claims 5, 6, 7 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garthe's, Searle's and Kageyama's combination (hereinafter combination 2) of 
references as applied in the rejection of claim 2, and further in view of Kiehne et al. (US 
Patent No 6,629,985). Garthe's combination 2 fails to disclose a lancet holding 
mechanism that comprises engaging portions. However, Kiehne discloses an invention 
having first engaging portion and a second engaging portion (figure 1,10 and 1 1 ) that 
results in a fixing means. The engaging members contain recess and projection to be 
fitted into a recess (column 4, lines 11-14 and Fig 1). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Garthe's combination 
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2 to include engaging portions with projection and recess for fixing means as taught by 
Kiene so as to make the lancet holder compact with better holding capability. 
5. Claims 10 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garthe's combination 3 of references as applied in the rejection of claim 9, in 
further view of Okumura et al. (US Patent No. 6,226,873). Garthe's combination 3 fails 
to disclose that lancet holding mechanism contains cutaway portions. However, 
Okumura discloses an invention that comprised of movable portions, which includes 
cutaway (figure 1 , (1 b)). The working portion fits into the cutaway (figure 1 and column 
1 , lines 52-62). Therefore, It would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify Garthe's combination 3 and add cutaway portion 
as taught by Okumura so as to have system with better locking capability. 

Concerning claim 1 1 , Searle discloses an invention, which contains first cutaway 
portion into which working portion (figure 7, (26), (46)) is fitted in fixing the lancet 
(figure7) and second cutaway portion into which working portion is fitted in discharging 
the lancet (figure 9). It further would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify Garthe's combination 3 and add cutaway portion 
as taught by Searle so as to have better control in locking the lancet. 
7. Claims 12,13,14,and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garthe's combination 4 of references as applied in the rejection of 
claim 1 1 , in further view of Ritson et al. (US Patent No. 5,041 ,088). Garthe's 
combination 4 fails to disclose that the change in the gap of lancet holding mechanism 
is a stepped change. However, Ritson discloses a lancing apparatus that contains a 
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stepped portion for change in gap (column 4, lines 36-43). It would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Garthe's 
combination 4 and add a step portion for change in the diameter of holding mechanism 
as taught by Ritson so as to have rapid fixation of the lancet. 



Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 1 01 . 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claim 1 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of US Patent Publication No. 
2007/0055297A1 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both claims discloses lancet holder that 
holds the lancet and move in certain direction to make puncture, both claims includes 
first and second moving members that moves relative to each other. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Muhammad Waqas whose telephone number is 
(571)270-3817. The examiner can normally be reached on Mon-Thurs. 8:00am - 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jackson can be reached on (571)272-4697. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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